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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 



Election/Restrictions 
It is noted that comparison of the claims with Figure 8-12 and the 
specification shows, however, that the elected species of Figure 8-12 does not 
have multiple clamping members with axial lengths smaller than the smallest 
axial spacing between two successive transverse bores as required in claim 10. 
Furthermore, referring to page 10, lines 22-24 in the specification, applicant 
states "Unlike the previous explained variants, in the third embodiment of the 
invention shown in Figs. 8-12, a single common clamping member is 
provided...". Therefore, claim 10 is withdrawn from consideration along with 
claims 1-9, 18-20, 23-24, and 26-27. 



Claim Objections 

Claims 1, 11-17, 21, 22, and 25 are objected to because of the following 
informalities: 

In order to clarify for examination purposes: 

In claim 1, line 12, "the displacement" should be changed to --a 
displacement-. 

In claim 23, line 2, "bores" should be changed to -bore-. 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 1, 11-16, 22 and 25 is rejected under 35 U.S.C. 102(b) as being 
anticipated by Sohngen (U.S. Patent No. 6,921,400). 

Sohngen discloses embodiments of a bone fixing system comprising a nail 
(ref. #18), the nail comprising a longitudinal axis (ref. #21), a longitudinal bore 
defining an inner wall of the nail, and at least one transverse bore (ref. #56), and 
a screw (ref. #32) which is capable of being guided through a transverse bore 
formed in the nail, the transverse bore being capable of defining orientation and a 
position of the screw with respect to the longitudinal axis of the nail. The bone 
fixing system further comprises a clamping member (ref. #50), which is capable 
of being introduced into the longitudinal bore and is axially adjustable in the 
longitudinal bore relative to the nail, with the screw guided through the transverse 
bore of the nail being capable of being to be clamped between the clamping 
member and the inner wall of the nail bounding the transverse bore by the 
displacement of the clamping member. For example, after inserting the screw 
through both the insert and nail, the two components are capable of being slightly 
rotated opposite to each other, and this would cause the screw to be clamped 
between the clamping member and inner wall of the nail. The system includes a 
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displacement device capable of affecting a pulling force in the clamping member 
(col. 4, lines 10-17). The clamping member is capable of being freely movable 
within the axial direction in the longitudinal bore of the nail. The clamping 
member comprises a passage capable of receiving a screw aligned with a 
transverse bore. The displacement device includes a drawing screw (FIG. 7, ref. 
#65) that cooperates with a thread section of the clamping member (FIG. 7, ref. 
#57) and is supported at the nail, capable of drawing of the clamping member in 
the axial direction when actuated. The bone fixation has a plurality of screws. At 
least one transverse bore is circular in cross-section (ref. #30). The nail has 
multiple transverse bores (ref. #30 and 34). The clamping member has a 
plurality of passages spaced apart from one another in the axial direction (see 
FIG. 8, ref. #54). and are capable of being aligned with a transverse bore (ref. 
#34) Sohngen further discloses a bone fixation nail comprising a longitudinal axis 
(ref. #21), a longitudinal bore (ref. #28), and at least one transverse bore (ref. 
#30), the at least one transverse bores having an essentially circular cross- 
section, and the longitudinal bore being capable of receiving a bushing-like or 
sleeve-like member. 

Claims 1 and 22 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Fujiwara (U.S. Patent No. 6,406,477). 

Fujiwara discloses embodiments of a bone fixing system comprising a nail 
(ref. #10), the nail comprising a longitudinal axis, a longitudinal bore defining an 
inner wall of the nail, and at least one transverse bore (ref. #24), and a screw 
(ref. #22) which is capable of being guided through a transverse bore formed in 
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the nail, the transverse bore being capable of defining orientation and a position 
of the screw with respect to the longitudinal axis of the nail. The bone fixing 
system further comprises a clamping member (ref. #46), which is capable of 
being introduced into the longitudinal bore and is axially adjustable in the 
longitudinal bore relative to the nail, with the screw guided through the transverse 
bore of the nail being capable of being to be clamped between the clamping 
member and the inner wall of the nail bounding the transverse bore by the 
displacement of the clamping member. The cross-section of the transverse bore 
is circular. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 17 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sohngen (U.S. Patent No. 6,921 ,400) in view of Stauch et al 



(U.S. Patent No. 6,416,516). 
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Sohngen teaches the claimed invention except for a securing member, in 
particular, a securing screw, capable of being moved through a side wall of the 
nail into its longitudinal bore and fixing the clamping member. 

Stauch discloses using a threaded pin (see FIG. 2a) as a securing 
member which passes radially through the side wall of the nail in order to secure 
and clamp the inside clamping device, providing a means of securing against 
removal during operation and to prevent axial movement of the clamping 
member (ref. #6, col. 3, lines 25-42). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to construct the device of Sohngen using a 
threaded pin as a securing member which passes radially through the side wall 
of the nail in view of of Stauch in order to secure and clamp the inside clamping 
device, providing a means of securing against removal during operation and to 
prevent axial movement of the clamping member. 

Response to Arguments 

Applicants arguments filed 1/3/2006 have been fully considered but they 
are not persuasive for the following reasons: 

First, applicant argues that the Sohngen patent (U.S. Patent No. 
6,921,400) does not have "a clamping member... axially adjustable in the 
longitudinal bore relative to the nail with the screw guided through the transverse 
bore of the nail being able to be clamped between the clamping member and the 
inner wall of the nail bounding the transverse bore by the displacement of the 
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clamping member" as required in independent claim 1. Applicant believes that 
the fastener is not clamped between the clamping member and an inner wall of 
the nail, but rather, the fastener is clamped against the inner wall of the insert, 
also referred to as the clamping member. The examiner does not understand 
applicant's argument in regard to the fastener can only be considered "clamped 
between the clamping member and inner wall of the nail" if the clamping member 
was integral with the nail. Regardless, the Examiner respectfully disagrees with 
applicant and asserts that the screw is capable of being clamped between the 
clamping member and the inner wall of the nail bounding the transverse bore by 
the displacement of the clamping member. For example, as discussed above in 
the 102(b) rejection, the insert and nail are capable of being slightly rotated 
opposite to each other, causing the screw to be clamped between the clamping 
member and inner wall of the nail. 

Therefore, the 102(b) rejection of claim 1 and its dependents thereof 
under Sohngen is deemed proper, as well as the 103(a) rejection over Sohngen 
in view of Stauch et al (U.S. Patent No. 6,416,516). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Mary Hoffman whose telephone number is 
571-272-5566. The examiner can normally be reached on Monday-Friday 9:00- 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Eduardo C. Robert can be reached on 571-272-4719. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 





